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DETAILED ACTION 

Examiner acknowledges receipt of remarks and amendment after final. Claims 8 and 10- 
16 are pending. 

1 . Upon further consideration of the pending claims, the finality of the rejection of the last 
Office action is withdrawn. 

2. The indicated allowability of claims 8 and 10-14 is withdrawn in view of the issues raised 
below. 

Claim Rejections - 35 USC § 112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

4. Claim 1 is rejected under 35 U.S.C. 112, first paragraph, because the specification, while 
being enabling for amphipathic block copolymer and hydrophobically modified polymers such 
as polymeric emulsifiers (see paragraphs [0029] to [0036] of the published instant disclosure), 
does not reasonably provide enablement for all wetting agents. The specification does not enable 
any person skilled in the art to which it pertains, or with which it is most nearly connected, to 
make and use the invention commensurate in scope with these claims. 

In this case, applicants seek protection for composition that contains wetting agent. 
However, amphipathic block copolymer and hydrophobically modified polymers such as 
polymeric emulsifiers are the wetting agents enabled by the disclosure and thus, the scope of 
enablement provided to one skilled in the art by the disclosure is not commensurate with the 
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scope of protection sought by the claims. Steel Corp. v. Sollac, 344 F.3d 1234, 1244, 68 
USPQ2d 1280, 1287 (Fed. Cir. 2003); In re Moore, 439 F.2d 1232, 1236, 169 USPQ 236, 
239 (CCPA 1971). See also Plant Genetic Sys., N.V. v. DeKalb Genetics Corp., 315 F.3d 1335, 
1339, 65 USPQ2d 1452, 1455 (Fed. Cir. 2003). Other wetting agents are disclosed in following 
references, cited as teaching references: 

A. Kigasawa et al. (US 4,952,560, column 4, lines 37-64) discloses wetting agents as 
including polyhydric alcohols and amino acids as representative examples. "The polyhydric 
alcohols include glycols, triols and polyols having 4 to 6 alcoholic hydroxyl groups." "The 
amino acids include various amino acids commonly known as natural amino acids. The glycols 
include alkylene glycols containing 2 to 6 carbon atoms, e.g., ethylene glycol, propylene glycol, 
butylene glycol, etc.; polyethylene glycol having average molecular weight of about 200 to 
8,000, preferably 200 to 6,000, etc.; said triols include glycerin, trimethylolpropane, etc.; and 
said polyols include sorbitol or sorbit, etc. In particular, the said alkylene glycol, polyethylene 
glycol, glycerin and sorbitol are preferably used." Mixture of the agents listed above also meets 
the concept of wetting agent in Kigasawa. 

JP 2001309986 (English abstract) lists urea, polyhydric alcohol, lactic acid or its salt as 
wetting agent. 

JP 63313709 (English abstract) lists polyhydric alcohols such as glycerine, propylene 
glycol, polyethylene glycol, sorbitol, dl-pyrrolidone carboxylic acid salt and xylitol as wetting 
agents. 

JP 63216815 (English abstract) discloses a wetting agent to be a mixture of glycerol, 2- 
4C alcohols and polysaccharide and their derivatives. 
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Thus the scope of enablement provided to one skilled in the art by the disclosure is not 
commensurate with the scope of protection sought by the claims. And one skilled in the art is 
not enabled to make and use the entire scope of the claimed invention without undue 
experimentation because the claimed wetting agent is broader that the enabled amphipathic block 
copolymer and hydrophobically modified polymers such as polymeric emulsifiers wetting agent 
disclosed in the specification. 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter, which the applicant regards as his invention. 

6. Claims 8 and 10-16 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

The scope of the claims is unclear because, claim 8 consists essentially of (a), (b), (c) and 
(d); and consist essentially of excludes any components that would materially affect the novel 
characteristic of the claimed invention. Here, claim 10 further optionally includes volatile 
silicone oil; claim 1 1 further optionally includes fluid oil; claim 12 further optionally includes 
crystalline fatty acid; and new claim 1 6 further optionally includes an oil. These optional 
ingredients appear to materially affect the novel characteristic of claim 8 as recited because these 
optional ingredients affect skin feel, consistency, occlusion and emolliency. 

Secondly, the polyhydric alcohol in claim 15, which depends on claim 8, is present in 
amount of from about 30% to about 99.75% while the upper limit of the polyhydric alcohol in 
claim 8 is 90%. 99.75% is outside the scope of 90%. Thus claim 15 does not further limit the 
scope of the polyhydric alcohol of claim 8 upon which claim 15 depends from. 
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Response to Arguments 



7. Applicants' arguments, see pages 5 and 6, filed 02/28/05, with respect to claims 1, 3-7 
and 15 have been fully considered and are persuasive in light of the cancellation of the claims. 
The rejection of claims 1, 3-7 and 15 is moot. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Blessing M. Fubara whose telephone number is (571) 272-0594. 
The examiner can normally be reached on 7 a.m. to 3:30 p.m. (Monday to Friday). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thurman K. Page can be reached on (571) 272-0602. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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